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Before DONALD E. ADAMS, LORA M. GREEN, and 
JEFFREY N. FREDMAN, Administrative Patent Judges. 

ADAMS, Administrative Patent Judge. 



DECISION ON APPEAL 

This appeal under 35 U.S.C. § 134 involves claims 21-33, 38, 39, 42, 
43, 64, 68, and 69, the only claims pending in this application. We have 
jurisdiction under 35 U.S.C. § 6(b). 



^ Oral Hearing held August 13, 2008. 
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INTRODUCTION 

The claims are directed to and intraocular lens. Claims 24, 25, 38, 

and 68 are illustrative: 

68. An intraocular lens, comprising a flexible material and at least 
one relatively rigid material, wherein said flexible material comprises 
functional groups anchored on the material of the lens which allow 
copolymerization with a mixture of monomers and/or polymers, thereby 
resulting in a structural modification which selectively increases the rigidity 
of the material of the lens. 

24. The intraocular lens according to claim [68, wherein the flexible 
material is selected from the group consisting of crosslinked polymer and 
copolymer materials], wherein the copolymer materials are random methyl- 
methacrylate-hydroxymethyl-methacrylate (MMA-HMA) co-polymers 
crosslinked by a functional agent. 

25. The intraocular lens according to claim [68, wherein the flexible 
material is selected from the group consisting of crosslinked polymer and 
copolymer materials], wherein the polymer functional agent is diethylene 
glycol dimethacrylate. 

38. The intraocular lens according to claim [68, wherein the relatively 
rigid material resulting from a structural chemical modification of sad 
flexible material is a random methyl-methacrylate-hydroxymethyl- 
methacrylate (MMA-HMA) copolymer modified with at least one reactive 
compound], wherein the reactive compound is a polyfiinctional agent, one or 
more functions of said polyfiinctional agent being antagonistic to the 
fiinctions of MMA-HMA and are capable of reacting with them, the other 
fiinction or functions of said polyfunctional agent being polymerizable 
allowing post postpolymerization so as to increase crosslinking density and 
enhance relative rigidity. 

The Examiner relies on the following prior art references to show 
unpatentability: 

Vanderbih US 5,326,506 Jul. 5, 1994 

Freeman et al. US 5,693,095 Dec. 2, 1997 
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Bos et al. 
Wang et al. 
Benz et al. 
Osamu 



US 5,762,836 
US 6,011,082 



US 6,267,784 Bl 
JP 5269191 



Jun. 9, 1998 
Jan. 4, 2000 
Jul. 31,2001 
Oct. 19, 1993 



The rejections as presented by the Examiner are as follows: 

1. Claims 21-23, 27, 28, 31, 32, 68, and 69 stand rejected under 35 U.S.C. 
§ 102(b) as being anticipated by Osamu. 

2. Claims 23, 33, 68, and 69 stand rejected under 35 U.S.C. § 102(e) as 
being anticipated by Benz. 

3. Claims 24, 29, 30, and 33 stand rejected under 35 U.S.C § 103(a) as 
unpatentable over the combination of Osamu and Vanderbilt. 

4. Claim 25 stands rejected under 35 U.S.C § 103(a) as unpatentable over 
the combination of Benz and Freeman. 

5. Claim 26 stands rejected under 35 U.S.C § 103(a) as unpatentable over 
the combination of Benz and Bos. 

6. Claims 38, 39, 42, 43, and 64 stand rejected under 35 U.S.C § 103(a) as 
unpatentable over the combination of Benz and Wang. 

We reverse. 



1 . Osamu^ teaches a composite lens that comprises an optical-part 
material and a peripheral-part material, wherein the optical-part 
material is relatively softer than the peripheral-part material (Osamu 1). 

2. According to Osamu, "that optical-part material is relatively softer than 
peripheral-part material means that the tensile modulus and the glass 

^ All citations of Osamu refer to the English translation. 



FINDINGS OF FACT (FF) 
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transition point of optical-part material is lower than the peripheral-part 
material" (Osamu 3: T| 0004). 

3. Osamu teaches 

(c) A method where, after forming a lens base from the 
bulk material compounded by either polymerizing or forming 
an optical-part material and a peripheral-part material, which 
have different reactivity, a reaction is caused to the one that has 
higher reactivity out of the optical-part material and the 
peripheral-part to make the optical-part softer than the 
peripheral-part or to make the peripheral-part harder than the 
optical-part. 

(Osamu 4-5: Tl 0006.) 

4. Osamu teaches "(d) A method where, after forming a lens base from a 
material consisting of a reactive single mass polymer . . . only the 
optical-part is processed to soften, or alternatively only the peripheral- 
part is processed to harden" (Osamu 5: ]| 0006). 

5. Osamu teaches that "the methods (c) or (d) is [sic] usually preferred" 
(Osamu 5: Tl 0007). 

6. "Regarding (c) and (d)," Osamu teaches methods of hardening the 
peripheral-part include "introducing functional groups which may make 
a polymer harden" (id.). 

7. Osamu discloses that "the method ... of softening the optical-part by 
introducing substituents that may soften a polymer is preferred" and 
then describes this method in detail (id.). 

8. Benz teaches "a one-piece [intraocular] lens having a soft, foldable 
central optic region and an outer peripheral region (haptic-region)" 
(Benz, col. 3, 11. 25-27). 
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9. Benz teaches that "the optical and haptic portions of the lOL 
[intraocular lens] of the present invention are formed from the same or 
different, preferably the same, copolymer" (Benz, col. 4, 11. 23-25). 

10. Benz teaches that the intraocular lens 

of the present invention may be formed by methods known in 
the art. For example, in an exemplary process first the 
monomers that form the copolymer are polymerized into a 
polymer rod; polymer blanks or discs are formed from the rod, 
and then the blanks are cut, for example, by a lathe into the 
intraocular lens. 

(Benz, col. 6, 11. 57-62.) In addition, Benz teaches that "[cjrosslinkers 
can be added during polymerization as known in the art" (Benz, col. 4, 
11. 63-64). Benz teaches that crosslinking agents "enhance the resulting 
copolymer's dimensional stability" (Benz, col. 5, 11. 34-37). 

1 1 . Freeman teaches "soft, foldable acrylic lens materials which are 
particularly suited for use as lOLs [intraocular lens]" (Freeman, 
Abstract). 

12. Freeman teaches that the lens material is a copolymer and that 
"[sjuitable cross-linking agents include, for example: . . . diethylene 
glycol dimethacrylate" (Freeman, col. 3, 11. 8-10). 

13. Bos teaches "a method of making an intraocular implant having a 
flexible lens" (Bos, Abstract). 

14. Bos teaches that polydimethylsiloxanes are suitable for use in 
intraocular lens (Bos, col. 12, 11. 30-36). 

15. Vanderbilt teaches "[a] method for making a composite intraocular lens 
having an optic portion and haptic portion" (Vanderbilt, Abstract). 
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16. Vanderbilt teaches the addition of crosslinking material prior to the 
polymerization of the polymer rods which "are then lathe cut, or 
centerless ground, to the diameter of the desired lens body" (Vanderbilt, 
col. 4, 11. 16-17). 

17. Wang teaches "[a] process for forming a surface modification on a 
polymer substrate and polymer substrates having such surface 
modifications" (Wang, Abstract). According to Wang, "the surface 
modification produced by the process is a surface interpenetrating 
polymer network, the process is not sensitive to the reactive groups 
located on the surface of the polymer substrate" (id.). In addition, 
Wang teaches that "[pjolymer substrates having the surface 
modification of the present invention are capable of having a surface 
modification agent, such as heparin, adhere to the surface of the 
polymer substrate" (id.). 

1 8. Wang teaches that 

the interpenetrating polymer networks of the present invention 
are prepared by the introduction of a swelling monomer into the 
surface of a polymer substrate in order to swell the polymer 
substrate at its surface . . . [and that] [t]he swelling monomer 
may be a crosslinking monomer, a functional monomer, or a 
combination of both. 

(Wang, col. 3, 11. 8-20.) 

19. Wang teaches that "[t]he swelling monomer preferably contains at least 
a di- or multi-functional agent" (Wang, col. 5, 11. 2-3). 
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CLAIM INTERPRETATION 
Claim 68 is drawn to an intraocular lens. The lens comprises two 
components: 

1 . a flexible material and 

2. at least one relatively rigid material. 

In addition, claim 68 requires the flexible material to comprise 
functional groups anchored on the material of the lens. According to claim 
68, the functional groups allow copolymerization with a mixture of 
monomers and/or polymers, thereby resulting in a structural modification 
which selectively increases the rigidity of the material of the lens. Stated 
differently, "[t]he rigid material results from a structural modification of the 
flexible material" arising from the copolymerization of the functional 
groups, which are anchored to the flexible material, with a mixture of 
monomers and/or polymers (Spec. 4: 28-30). 

The resulting lens "consists of two materials, a flexible material and a 
rigid material, without any fusion or assembly of these two materials" (Spec. 
4: 30-32). The phrase "allow copolymerization with a mixture of monomers 
and/or polymers, thereby resulting in a structural modification which 
selectively increases the rigidity of the material of the lens", as it appears in 
claim 68, captures this concept. Stated differently, this phrase represents a 
functional or process limitation in the claim that defines the relationship 
between the functional groups anchored to the flexible material and the other 
two elements of the claimed lens - the flexible material and the at least one 
relatively rigid material. 

In this regard. Appellants explain that in the process of manufacturing 
the implant a flexible monoblock starting material, e.g., a preform (or 
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blank), is shaped into an intraocular lens (Spec. 5: 3-6). This process 

includes the step of structurally modifying at least one zone of the preform 

with reactive organic compounds, e.g., functional groups, where the lens is 

to become rigid (Spec. 5: 7-14). As Appellants' representative explained 

during the August 13, 2008 hearing, 

[t]he entire lens is made of a flexible material. It is then treated 
so that the functional groups are added to it and anchored to the 
material of the lens, and then those functional groups are 
copolymerized to create the rigid regions, but the flexible 
material remains throughout the body of the lens. 

(Hearing Transcript 4: 22 - 5: 2.) 

A question remains, however, as to whether the requirement in claim 
68 for the flexible material to comprise functional groups anchored to it is a 
structural or functional recitation in the claim. As discussed above, there 
can be no doubt that Appellants' Specification, Appellants' representative, 
and claim 68, makes clear that the purpose of the functional groups anchored 
to the flexible material is to structurally modify the flexible material to one 
that is a relatively rigid material. 

The Examiner interprets this phrase as a functional or process 
limitation. As we understand the Examiner's claim interpretation, in the 
claimed product - the intraocular lens - the functional groups have already 
served their purpose of structurally modifying, at least a part of, the flexible 
material to at least one relatively rigid material. What is left is an intraocular 
lens that comprises a flexible material and at least one relatively rigid 
material; all the other language in the claim is nothing more than "functional 
language [that] carries no weight in the absence of any distinguishing 
structure" (Ans. 4 and 5). Simply stated the Examiner interprets claim 68 as 
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being "directed to a lens comprising a flexible material and a rigid material" 
(id.). We disagree. 

Claim 68 recites three structural elements: 

1 . a flexible material, 

2. at least one relatively rigid material, and 

3. functional groups anchored on the flexible material of the lens. 
While the functional groups may be involved in a copolymerization 

reaction with a mixture of monomers and/or polymers to selectively increase 
the rigidity of the material of the lens, e.g., create the required "at least one 
relatively rigid material"; they are nonetheless present on the flexible 
material even after, albeit in a modified state, the copolymerization reaction. 
Appellants' representative highlighted this point during the oral hearing, 
asserting that while "the functional groups may be modified en route to 
reaching the final product . . . they remain present in the material, and that 
the recitation is accurate with respect to the product" (Hearing Transcript 5 : 
11-14). Accordingly, contrary to the Examiner's interpretation, we find that 
claim 68 sets forth three structural elements (1) a flexible material; (2) at 
least one relatively rigid material, and (3) functional groups anchored on the 
flexible material of the lens {see, e.g.. Reply Br. 1). 

Claim 24 depends ultimately from and further limits the flexible 
material of claim 68 by requiring that the flexible material is selected from 
the group consisting of crosslinked polymer and copolymer materials, and 
that the copolymer materials are random methyl-methacrylate- 
hydroxymethyl-methacrylate (MMA-HMA) co-polymers crosslinked by a 
functional agent. 
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Claim 25 depends ultimately from and frirther limits the flexible 
material of claim 68 by requiring that the flexible material is selected from 
the group consisting of crosslinked polymer and copolymer materials, and 
that the polymer functional agent is diethylene glycol dimethacrylate. 

Claim 38 depends ultimately from claim 68 and further requires that 
the relatively rigid material resulting from a structural chemical modiflcation 
of said flexible material is a random methyl-methacrylate-hydroxymethyl- 
methacrylate (MMA-HMA) copolymer modifled with at least one reactive 
compound. In addition, claim 38 requires that the reactive compound is a 
polyfiinctional agent, one or more functions of said polyfunctional agent 
being antagonistic to the functions of MMA-HMA and are capable of 
reacting with them, the other function or functions of said polyfunctional 
agent being polymerizable allowing post postpolymerization so as to 
increase crosslinking density and enhance relative rigidity. 

DISCUSSION 

1. Claims 21-23, 27, 28, 31, 32, 68, and 69 stand rejected under 35 U.S.C. 
§ 102(b) as being anticipated by Osamu. 

Osamu teaches a composite lens that comprises an optical-part 
material and a peripheral-part material, wherein the optical-part material is 
relatively softer than the peripheral-part material (FF 1-2). Osamu teaches a 
method of forming a lens base, wherein a lens base is formed from bulk 
material the peripheral-part material of the lens is made harder than the 
optical-part material by introducing functional groups to the peripheral-part 
of the lens to make the polymer harder (FF 1-6). 
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Based on the teachings of Osamu, the Examiner concludes that 
Osamu teaches a lens "having both a flexible and rigid material" (Ans. 4). 
While, we agree with the Examiner that Osamu teaches a lens comprising a 
flexible material and a rigid material; this alone is not sufficient to anticipate 
Appellants' claimed invention, which in addition to a flexible material and a 
rigid material, requires the additional structure of having functional groups 
attached to the flexible material. 

We recognize, however, that Osamu teaches the addition of functional 
groups to the lens material (FF 6). Therefore, the issue is whether the 
functional groups on Osamu' s lens material has the same structure as is 
required by Appellants' claimed invention. 

In the context of methyl-methacrylate-hydroxymethyl-methacrylate 
(MMA-HMA) copolymers. Appellants' Specification discloses that the 
reactive functional groups may be involved in a number of reactions that can 
be grouped into the following five categories: 

1. the reactive compound is monofiinctional and "[i]ts reaction with 
the reactive functions of the material of the lens results in chemical 
modification of the structure of the material" (Spec. 6: 31-34); 

2. the reactive compound is polyfiinctional and reacts with "the 
functions of the material of the lens. . . . This compound then serves as a 
coupling agent between the different polymer chains of the material" to 
increase "crosslinking density, which raises the rigidity of the material" 
(Spec. 7: 8-15); 

3. The reactive compound is polyfunctional, wherein "[o]ne or more 
of its functions ... are capable of reacting with [the lens material, while] 
[t]he remaining function or functions is or are polymerizable and allows or 
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allow postpolymerization so as to increase the crosslinking density and raise 
the rigidity of the material of the lens" (Spec. 7: 20-26); 

4. The reactive "compounds are monomers which impregnate the 
[lens] material and penetrate the network formed by said material. A 
polymerization reaction then forms interpenetrated networks, thereby 
increasing the rigidity of the material" (Spec. 7: 30-33); 

5. the reactive compound is polyfiinctional, wherein "[o]ne or more 
of its functions ... are capable of reacting with [the lens material, while] 
[t]he remaining function or functions is or are copolymerizable with a 
mixture of monomers and/or a polymer blends" (Spec. 8: 2-6). 

According to claim 68, the functional groups must be capable of 
allowing copolymerization with a mixture of monomers and/or polymers to 
selectively increase the rigidity of the material of the lens. Thus, the 
functional groups set forth in claim 68 must be of such a structure that would 
allow them to react in the manner described in category 5 above. 

No doubt, Osamu teaches that functional groups may be added to the 
lens material to increase the rigidity of a peripheral-portion of the material 
(FF 3-6). However, the Examiner does not identify, and we do not find, a 
teaching in Osamu of how these functional groups are utilized to increase 
the rigidity of the lens. To the contrary, Osamu describes, in detail, a 
method wherein substituents are introduced into the optical-part of the lens 
to soften this portion of the material. Accordingly, it remains unclear from 
Osamu, as well as the Examiner's statement of the rejection, how the 
functional groups are configured, both functionally and structurally, to 
increase the rigidity of the lens. In this regard, we recognize the Examiner's 
assertion that Osamu' s "lens material clearly has 'functional groups' since 
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esterification reactions are done to the polymer as a result of an ester 
functional group" (Ans. 8). However, as Appellants point out, at best, 
Osamu's use of esterification reactions "serves to soften the lens material in 
the region so modified" (Reply Br. 3). This teaching in Osamu, fails to 
reach the structural requirements of Appellants' claim 68, wherein the 
functional groups must be such as to allow copolymerization with a mixture 
of monomers and/or polymers to selectively increase the rigidity of the 
material of the lens. 

"Under 35 U.S.C. § 102, every limitation of a claim must identically 
appear in a single prior art reference for it to anticipate the claim." Gechter 
V. Davidson, 116 F.3d 1454, 1457 (Fed. Cir. 1997). "Every element of the 
claimed invention must be literally present, arranged as in the claim." 
Richardson v. Suzuki Motor Co., Ltd, 868 F.2d 1226, 1236 (Fed. Cir. 1989). 
The Examiner has failed to identify a teaching in Osamu of a functional 
group that is capable of meeting the structural and functional requirements 
of claim 68. The remaining claims depend directly or indirectly from claim 
68. Accordingly, we reverse the rejection of claims 21-23, 27, 28, 3 1, 32, 
68, and 69 under 35 U.S.C. § 102(b) as being anticipated by Osamu. 

2. Claims 23, 33, 68, and 69 stand rejected under 35 U.S.C. § 102(e) as 
being anticipated by Benz. 

Benz teaches an intraocular lens having an optic region and a haptic- 
region that can be made from the same or different copolymer (FF 8-9). 
Benz teaches that the lenses can be made by methods known in the art, 
which include the addition of crosslinking agents during polymerization to 
enhance the copolymer's dimensional stability (FF 10). 
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According to the Examiner, "[sjince polymerization occurs, it is 
inherent that functional groups are anchored on the material . . . [that] can be 
used to structurally modify the material having at least one reactive 
compound or function[ ]" (Ans. 5). We are not persuaded. 

Benz teaches that the crosslinking agents are added during the 
polymerization reaction to enhance the copolymer's dimensional stability, 
ultimately leading to the production of a polymer rod (FF 10). Blanks or 
discs are then formed from the polymer rod and cut into intraocular lens 
{id.). This teaching in Benz is not related to the anchoring of functional 
groups to the flexible material of Appellants' claimed lens, but instead 
relates to the production of the polymer rod which is subsequently shaped 
into a lens. 

As Appellants disclose "[t]he process of manufacturing the implant 
comprises a first step of producing a preform (or blank) which can be shaped 
into an intraocular lens from a flexible monobloc starting material [(e.g., the 
polymer rod of Benz)], a step of shaping of said preform into an intraocular 
lens" (Spec. 5: 3-7). Appellants disclose that the step of shaping the preform 
into an intraocular lens "further comprises a step of structurally modifying at 
least one zone of the preform which ... is intended . . . [to] become rigid . . . 
[by] impregnating the zone of the preform with reactive organic compounds 
[(e.g., functional groups)]" (Spec. 5: 7-14). Thus, Appellants functional 
groups are anchored to the flexible material after the flexible material is 
formed into a preform, which is in contrast to Benz's use of cross-linking 
agents to prepare the preform. 

"Under 35 U.S.C. § 102, every limitation of a claim must identically 
appear in a single prior art reference for it to anticipate the claim." Gechter, 
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116 F.3d at 1457. "Every element of the claimed invention must be literally 
present, arranged as in the claim." Richardson, 868 F.2d at 1236. 

The Examiner has not identified, and we do not find, a teaching in 
Benz of the addition of functional groups to the intraocular lens, preform, or 
polymer rod. Accordingly, the Examiner has failed to establish an 
evidentiary basis to support a conclusion that Benz's intraocular lens is 
structurally the same as Appellants' claimed lens. 

For the foregoing reasons, we reverse the rejection of claims 23, 33, 
68, and 69 under 35 U.S.C. § 102(e) as being anticipated by Benz. 

3. Claims 24, 29, 30, and 33 stand rejected under 35 U.S.C § 103(a) as 
unpatentable over the combination of Osamu and Vanderbilt. 

The Examiner relies on Osamu as discussed above (Ans. 6) The 
Examiner finds that "Osamu fails to disclose a copolymer such as a MMA" 
(Ans. 7). Therefore, the Examiner relies on Vanderbilt to teach "that a 
'zone' can be established to join the two parts of rigid material and fiexible 
material. Vanderbilt also teaches that PMMA is a lens material . . . and that 
MMA polymers are crosslinked" {id.). In addition, the Examiner finds that 
Vanderbilt teaches "that crosslinking agents or functional agents are added 
in the materials" {id.). Therefore, the Examiner concludes that "[i]t would 
have been obvious to one of ordinary skill in the art to use other random 
MMA polymers and crosslink and also form zones as taught by Vanderbilt 
with the lens of Osamu such that a more structural lens is formed" {id.). We 
are not persuaded. 

Vanderbilt teaches a method of preparing an intraocular lens having 
an optic portion and a haptic portion (FF 15). In this regard, Vanderbih 
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teaches the addition of a crosslinking material prior to the polymerization of 
polymer rods, e.g. , preforms, which are then cut or ground to the diameter of 
the desired lens body (FF 16). Accordingly, the functional groups taught by 
Vanderbilt are structurally distinct from those required by Appellants' 
claims which are anchored to the flexible material after the flexible material 
is formed into a preform, or polymer rod. In sum, the Examiner has failed to 
identify, and we do not find, a teaching in Vanderbilt that makes up for the 
deficiency in Osamu as discussed above. 

Accordingly, we reverse the rejection of claims 24, 29, 30, and 33 
under 35 U.S. C § 103(a) as unpatentable over the combination of Osamu 
and Vanderbilt. 

4. Claim 25 stands rejected under 35 U.S.C § 103(a) as unpatentable over 
the combination of Benz and Freeman. 

The Examiner relies on Benz as discussed above (Ans. 6). The 
Examiner recognizes that "Benz does not disclose the use of the 
polyfiinctional agent diethylene glycol dimethacrylate" {id.). Therefore, the 
Examiner relies on Freeman to "teach the use of diethylene glycol 
dimethacrylate for crosslinking copolymers" {id.; see also FF 12). From this 
the Examiner concludes that "[i]t would have been obvious to one of 
ordinary skill in the art at the time of the invention to use an alternative 
crosslinking agent such as diethylene glycol dimethacrylate as taught by 
Freeman for crosslinking the lens material of Benz to double the effect on 
the degree of material crosslinked" (Ans. 6). We are not persuaded. 

The crosslinking agent taught by Freeman is utilized in the 
preparation of the copolymer lens material (FF 11-12). The Examiner has 
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not identified, and we do not find, a teaching in Freeman that makes up for 
the deficiency in Benz as discussed above. 

For the foregoing reasons, we reverse the rejection of claim 25 under 
35 U.S. C § 103(a) as unpatentable over the combination of Benz and 
Freeman. 

5. Claim 26 stands rejected under 35 U.S.C § 103(a) as unpatentable over 
the combination of Benz and Bos. 

The Examiner relies on Benz as discussed above (Ans. 6). The 
Examiner recognizes, however, that "Benz fails to disclose the polymer for 
the lens is polydimethylsiloxane" (id.). Therefore, the Examiner relies on 
Bos to teach that "polydimethylsiloxanes are suitable for the intraocular lens 
and can effect the refractive index of the lens material" {id.; FF 13-14). 
Accordingly, the Examiner concludes that "[i]t would have been obvious to 
one of ordinary skill in the art to use polydimethylsiloxane for the polymer 
as taught by Bos et al. in the lens of Benz such that it provides a refractive 
index suitable for the patient" (Ans. 6). 

The Examiner has not identified, and we do not find, a teaching in 
Bos that makes up for the deficiency in Benz as discussed above. 
Accordingly, we reverse the rejection of claim 26 under 35 U.S.C § 103(a) 
as unpatentable over the combination of Benz and Bos. 

6. Claims 38, 39, 42, 43, and 64 stand rejected under 35 U.S.C § 103(a) as 
unpatentable over the combination of Benz and Wang. 

The Examiner relies on Benz as discussed above (Ans. 7). The 
Examiner recognizes, however, that "Benz does not disclose the agent used 
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in crosslinking as polyfunctional" (id.). Therefore, the Examiner relies on 
Wang to teach "that polyfunctional monomers can be used in crosslinking" 
and to "teach to use a coupling agent in the polymerization process of 
copolymers to provide a surface modification with long-term stability ... a 
using polyfunctional agent" (id.; see also FF 18-19). According to the 
Examiner, Wang "discloses a chemical reaction, which must also include 
reactive or 'functional groups' to cause a modification of the surface to form 
a rigid parf (Ans. 9). From this the Examiner concludes that "[i]t would 
have been obvious to one of ordinary skill in the art to use a polyfunctional 
agent as taught by Wang in the modification of the Benz material to stabilize 
it . . . [and thereby] enhance the longetivity [sic] of the prosthesis" {id. at 7). 
We are not persuaded. 

We are not persuaded by the Examiner's unsupported assertion that 
simply because Wang teaches a "chemical reaction" on the surface of a 
polymer the modification must be such that the surface forms "a rigid part" 
{see Ans. 9). The Examiner fails to identify, and we do not find, where 
Wang teaches a surface modification to form a rigid part. Further, such an 
unsupported assertion is in contrast to the evidence on this record, which 
teaches that surface modifications can result in softening a polymer {see FF 
2-4 and 7). 

Further, to the extent that the Examiner is relying on an inherency 
theory, we note that "[t]hat which may be inherent is not necessarily known. 
Obviousness cannot be predicated on what is unknown"). In re Spormann, 
363 F.2d 444, 448 (CCPA 1966). On this record, the Examiner has failed to 
provide a sufficient evidentiary basis to conclude that Wang's surface 
modifications will, inherently, provide the structural and functional 
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requirements required by Appellants' claimed invention. Stated differently, 
the evidence of record fails to establish that a natural result of Wang's 
surface modification is a material with functional groups anchored on the 
material, which will allow copolymerization with a mixture of monomers 
and/or polymers that will result in an increase in the rigidity of the material. 

For the foregoing reasons, we reverse the rejection of claims 38, 39, 
42, 43, and 64 stand rejected under 35 U.S.C § 103(a) as unpatentable over 
the combination of Benz and Wang. 

CONCLUSION 
In summary, we reverse the rejections of record. 

REVERSED 
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